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DETAILED ACTION 
Continued Examination 
A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1/19/07 
has been entered. 

Claims 25-40 are pending examination. 

Claim Interpretation 

The preamble has been amended to read, "A method of preparing a zinc 
electrode composition". Prefacing the composition with 'zinc electrode' does not 
change the interpretation of intended use. If the body of a claim fully and intrinsically 
sets forth all of the limitations of the claimed invention, and the preamble merely states, 
for example, the purpose or intended use of the invention, rather than any distinct 
definition of any of the claimed invention's limitations, then the preamble is not 
considered a limitation and is of no significance to claim construction (MPEP 21 1 1). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 25-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 5,827,494 (Yano) in view of US Patent 4,297,249 (Przybyla). 

Yano teaches the process of making an electrode by adding a precipitated zinc 
hydroxide with a salt of a mineral acid such as zinc sulfate (5:32-47). 

Yano does not speak to the use of a fatty acid or graphite in the making of the 
electrode. 

Przybyla teaches adding an alkali metal salt of a fatty acid, including the metal of 
potassium and a fatty acid of stearic acid, forming potassium stearate (5:26-33). 
Graphite is added to the mixture to act as a lubricant (6:65-68). The metal salt of the 
fatty acid promotes a reduction of oxygen evolution and also acts as a lubricant by 
lowering the internal friction of the powder. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the electrode mix of Yano with the alkali 
metal salt of a fatty acid and graphite to aid in the lubrication of the powder as it is 
formed, which promotes a more consistent and uniform density to the electrode. 

2. Claims 32-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yano in view of Przybyla as applied to claim 30 above, and further in view of US Patent 
4,146,685 (Tucholski) as evidenced by US Patent 5.688,616 (Yamawaki). 
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The teachings of Yano and Przybyla as discussed above are incorporated 

herein. 

Yano and Przybyla teach the use of potassium stearate, forming zinc stearate 
when mixed, as a lubricant in the making of an electrode, but do not discuss the mix 
ratio or the use of calcium nitrate to make the calcium stearate. 

Tucholski also teaches the use of stearates, such as zinc and calcium, as a 
lubricant or stabilizer and adds the stearates in the amount of about 0.5% (Table 1). 
Only a minor amount of the stearate is added to mixture to improve the flow and 
molding of the electrode but not detract from the electrical properties by lowering the 
density of the active material. Furthermore, it would have been obvious to one having 
ordinary skill at the time of the invention to vary the amount of the stearate to find the 
amount needed to promote proper electrode molding and formation, since it is held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the an {MPEP 2144.05). 

While Tucholski teaches the use of the calcium stearate, the use of calcium 
nitrate as a precursor is not taught. As discussed above, Yano teaches using zinc 
sulfate in the electrode. Yamawaki teaches and gives evidence to the use of calcium 
nitrate as a substitute salt for the zinc sulfate (7:47-51). 

It would have been obvious to one skilled in the art at the time of the invention to 
use the calcium nitrate for the zinc sulfate and with the stearic acid, produce the calcium 
stearate, since it is held to be within the general skill of a worker in the art to select a 
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known material on the basis of its suitability for the intended us as a jpatter of obvious 
design choice (MPEP 2144.07) 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the electrode mixture of Yano and Przybyla 
with the amounts presented in Tucholski to improve the molding and forming of the 
electrode without diminishing the electrical density of the electrode. 



Response to Arguments 
Applicant's arguments filed 12/21/06 have been fully considered but they are not 
persuasive. 

Applicant argues the teachings of the prior art are not relevant since they do not 
teach preparing a zinc electrode. As stated above, the claims are interpreted as being 
directed to a composition for use in a zinc electrode and the recitation with respect to 
the manner in which a claimed apparatus or method is to be used does not patentably 
differentiate it from the prior art (Ex Parte Masham, 2 USPQ 2d 1647 (1987)). If the 
claim preamble, when read in the context of the entire claim, recites limitations of the 
claim, or, if the claim preamble is necessary to give life, meaning, and vitality to the 
claim, then the claim preamble should be construed as if in the balance of the claim 
(MPEP 21 1 1.02). The preamble does not give Mife, meaning or vitality' to the claim but 
is only seen as a use for the composition, namely an electrode. Furthermore, the prior 
art of Yano teaches a nickel, cobalt and zinc electrode and therefore teaches a zinc 
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electrode. The instant claims do not differentiate over the teachings of the prior art and 
therefore are obvious over the prior art as discussed above. 

In response to applicant's argument that the prior art of Yano and Przybyla do not 
solve the same problem as the instant application, the fact that applicant has 
recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
othenA^ise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
1985). 



Conclusion 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Keith Walker whose telephone number is 571-272-3458. 
The examiner can normally be reached on Mon. - Fri. 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infomnation Retrieval (PAIR) system. Status infomnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

K. Walker 

MAfiKHJTHKOeKY 
PRMARVEXAlMaiNER 




